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Non-Final Office Action 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

2. Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01. The omitted steps are as follows. 

Referring to claims 1, 8, and 14: 

Step (B) states, "in response to determining that said state action has executed 
with at least one error", however, the step of determining has been omitted. 
Step (D) states, "in response to determining that said next state action is not a 
last state action", however, the step of determining has been omitted. 
Referring to claims 3, 9, and 15: 

Step (A) states, " in response to determining that an error recovery count for a 
current state action is less than a maximum error recovery count", however, the 
step of determining has been omitted. 

Step (B) states, "in response to determining that an error recovery is possible", 
however, the step of determining has been omitted. 

Step (C) states, "in response to determining that said at least one error recovery 
action was successful", however, the step of determining has been omitted. 
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Referring to claims 5, 11, and 17, step (A) states, "in response to exiting said 
error recovery procedure with a passed status", however, the step of exiting has been 
omitted. 

Referring to claims 6, 12, and 18, step (A) states, "in response to exiting said 
automated error recovery process with a failed status", however, the step of exiting has 
been omitted. 

3. Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Referring to claims 1, 8, and 14: 

Step (C) states, "retrieving a next state action". The Examiner is unsure as to 
whether this is part of the error recovery procedure in step (B) or whether it 
occurs after an error has not been detected. 

Step (D) states, "returning to step (A)" and then step (E) follows. The examiner is 
unsure as to how one would arrive at step (E) since the method always loops 
back to step (A). 

Referring to claim 3, claim 3 includes steps (A), (B), and (C). However, when 
claim 3 is combined with claim 1 , there are two of steps (A), (B), and (C). This is 
indefinite since step (D) states "returning to step (A)" and it would be unknown as to 
which step (A) is returned to. 
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Referring to claim 4, claim 4 states, "wherein step (B) further comprises the step 
of (A)...". This is indefinite because it is unknown as to which step (B) comprises this 
step (A). Further, it would be unknown as to which step (A) is returned to in claim 1. 

Referring to claim 5, claim 5 states, "wherein step (B) further comprises the step 
of (A)...". However, when claim 5 is combined with claim 1, there are two of step (A).. 
This is indefinite since step (D) states "returning to step (A)" and it would be unknown as 
to which step (A) is returned to. 

Referring to claim 6, claim 6 states, "wherein step (B) further comprises the step 
of (A)...". However, when claim 6 is combined with claim 1 , there are two of step (A).. 
This is indefinite since step (D) states "returning to step (A)" and it would be unknown as 
to which step (A) is returned to. 

Referring to claim 7, claim 7 includes steps (A) and (B). However, when claim 7 
is combined with claims 1 and 6, there are three of step (A) and two of step (B). This is 
indefinite since step (D) states "returning to step (A)" and it would be unknown as to 
which step (A) is returned to. 

Referring to claim 9, claim 9 includes steps (A), (B), and (C). However, when 
claim 9 is combined with claim 8, there are two of steps (A), (B), and (C). This is 
indefinite since step (D) states "returning to step (A)" and it would be unknown as to 
which step (A) is returned to. 

Referring to claim 10, claim 10 states, "wherein step (B) further comprises the 
step of (A)...". This is indefinite because it is unknown as to which step (B) comprises 
this step (A). Further, it would be unknown as to which step (A) is returned to in claim 8. 
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Referring to claim 1 1 , claim 1 1 states, "wherein step (B) further comprises the 
step of (A)...". However, when claim 1 1 is combined with claim 8, there are two of step 
(A).. This is indefinite since step (D) states "returning to step (A)" and it would be 
unknown as to which step (A) is returned to. 

Referring to claim 12, claim 12 states, "wherein step (B) further comprises the 
step of (A)...". However, when claim 12 is combined with claim 8, there are two of step 
(A).. This is indefinite since step (D) states "returning to step (A)" and it would be 
unknown as to which step (A) is returned to. 

Referring to claim 13, claim 13 includes steps (A) and (B). However, when claim 
13 is combined with claims 8 and 12, there are three of step (A) and two of step (B). 
This is indefinite since step (D) states "returning to step (A)" and it would be unknown as 
to which step (A) is returned to. 

Referring to claim 15, claim 15 includes steps (A), (B), and (C). However, when 
claim 15 is combined with claim 14, there are two of steps (A), (B), and (C). This is 
indefinite since step (D) states "returning to step (A)" and it would be unknown as to 
which step (A) is returned to. 

Referring to claim 16, claim 16 states, "wherein step (B) further comprises the 
step of (A)...". This is indefinite because it is unknown as to which step (B) comprises 
this step (A). Further, it would be unknown as to which step (A) is returned to in claim 
14. 

Referring to claim 17, claim 17 states, "wherein step (B) further comprises the 
step of (A)...". However, when claim 17 is combined with claim 14, there are two of step 



Application/Control Number: 10/674,295 
Art Unit: 2113 



Page 6 



(A).. This is indefinite since step (D) states "returning to step (A)" and it would be 
unknown as to which step (A) is returned to. 

Referring to claim 18, claim 18 states, "wherein step (B) further comprises the 
step of (A)...". However, when claim 18 is combined with claim 14, there are two of step 
(A).. This is indefinite since step (D) states "returning to step (A)" and it would be 
unknown as to which step (A) is returned to. 

Referring to claim 19, claim 19 includes steps (A) and (B). However, when claim 
19 is combined with claims 14 and 18, there are three of step (A) and two of step (B). 
This is indefinite since step (D) states "returning to step (A)" and it would be unknown as 
to which step (A) is returned to. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Brannock et al., US 2003/0066062 A1 . 

Referring to claim 1 : 
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a. In paragraph 0049, Brannock et al. disclose updating a firmware file 
system ( (A.) executing a state action of said storage controller LIC update 
process). 

b. In paragraph 0049, Brannock et al. disclose full recovery in the event of an 
anomaly during update, such as a power failure ((B.) in response to determining 
that said state action has executed with at least one error, entering an error 
recovery procedure). 

c. In paragraph 0049, Brannock et al. disclose that as the update is 
performed, the state bits in the state field are changed ((C) retrieving a next 
state action). 

d. In paragraph 0041 , Brannock et al. disclose that upon validation of the 
new file as indicated by file data valid state, the original file, which has been 
marked for update, becomes invalid ((D.) in response to determining that said 
next state action is not a last state action, returning to step (A.) and (E.) ending 
said storage controller LIC update process). 

Referring to claim 5, in paragraph 0049, Brannock et al. disclose full recovery in 
the event of an anomaly during update, such as a power failure (wherein step (B.) 
further comprises the step of: (A.) in response to exiting said error recovery procedure 
with a passed status, reentering said LIC update process at an error recovery passed 
state action determined by said error recovery procedure). 
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Allowable Subject Matter 

6. Claims 8-1 9 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

7. Claims 2-4 and 6-8 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited prior art is related to firmware updating and upgrading.. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Maskulinski whose telephone number is 571- 

272- 3649. The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Beausoliel can be reached on 571-272-3645. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Michael C Maskulinski 

Examiner 

Art Unit 21 13 



